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Patent enforcement proceedings

1 Lawsuits and courts
What legal or administrative proceedings are available for enforcing
patent rights against an infringer? Are there specialised courts in
which a patent infringement lawsuit can or must be brought?

The only competent authority to hear and decide a patent infringe-
ment suit is the administrative authority known as the Mexican Insti-
tute of Industrial Property (the IMPI). The IMPI is located in Mexico
City; it operates there and in five other Mexican cities. Consequently,
administrative infringement suits are always heard in the first instance
by an administrative authority. Appeals against the IMPI decisions
can be brought either before a specialised IP section of the Federal
Court for Tax and Administrative Affairs (SEPI), or before federal
district judges. Decisions by either court can be appealed in a final
stage before federal circuit courts.

After an infringement has been declared beyond shadow of
appeal, the plaintiff may pursue a civil action for damages. The plain-
tiff must choose a federal or state court unless the patent infringe-
ment affects government interests, in which case jurisdiction will be
granted to a federal court. The plaintiff will have to follow the rules
established in the Code of Civil Procedure to determine the judge
with proper jurisdiction.

2 Trial format and timing
What is the format of a patent infringement trial?

A patent infringement action has three main litigation stages: first,
once a suit has been brought, it is served on the alleged infringer, who
then has 10 working days to respond and bring a counterclaim; then
the response is served on the plaintiff for allegations, and all evidence
is analysed; and finally a decision is issued. This decision can be chal-
lenged before federal courts.

There are several other considerations in patent litigation. These
include preliminary measures, the nature of the counterclaim and
the nature of the evidence filed. Public documents can be filed and
are considered the main source of evidence in patent infringement
suits.

Under the general principles of Mexican law, the burden of proof
lies with the person who brings an action. Thus, a plaintiff in patent
litigation is required by law to prove the existence of the infringe-
ment. In this respect, the Industrial Property Law (IPL) does not regu-
late the manner in which an infringement is to be proven. The Federal
Code of Civil Procedure is applied as a supplement to the IPL.

Under the Federal Code of Civil Procedure, the following are
accepted as evidence:
¢ depositions;

e public documents;

e private documents;

e expert testimony;

¢ judicial audit or inspection;
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®  witnesses;

e photographs, writs and stenographic notes, and in general all
other elements stemming from scientific discoveries; and

e presumptions.

The IMPT has, however, rejected depositions and testimonial evidence
unless they are in an affidavit.

Affidavits will not be considered a primary source of evidence.
Mexican law does not permit live testimony or cross-examination
of witnesses. Expert testimony can be filed as documentary evidence
or as a report given during the trial. The IMPI also appoints its own
experts to determine the grounds of an infringement action.

The IMPI is an administrative authority. There is no judge or
jury participation in patent infringement actions. The proceeding
before the IMPI usually lasts 12 to 18 months. The whole proceed-
ing, including appeals, will last around three years.

3  Proof requirements
What are the burdens of proof for establishing infringement, invalidity
and unenforceability of a patent?

The IPL grants patentees the right to the exclusive exploitation of

the patented invention. Therefore, a patent gives the right to exclude

others from making, using, offering for sale or importing the covered
invention. In a patent infringement action, the plaintiff must prove
the following:

e ownership or recorded licence over a granted, valid and fully
in-force patent — generally, a certified copy of the ‘file wrapper’
of the patent prosecution is enough to prove these requirements.
Validity of the patent may be challenged by the defendant;

e that someone is using, making, offering to sell or importing the
patented invention — the IPL establishes direct infringement over
the manufacturer. Infringement against sellers requires evidence
of prior notice of the alleged infringement. When a plaintiff
claims infringement of a patented process, the defendant has the
burden of proving the use of a different process other than the
patented process. There are no grounds in the IPL to apply the
contributory infringement doctrine;

¢ use of the patented invention — pursuant to the IPL, only literal
infringement is recognised. No doctrine of equivalence applies.
The plaintiff must prove that the wording of the patent’s claim or
claims cover the alleged infringing product or process. First, the
plaintiff must define the scope of the approved claims. The IPL
provides that the span of the claims is determined by the wording
of the claims, aided by the description and drawings. The inter-
pretation of the claims and the use of the patented invention on
the infringing product or process are technical issues. Therefore,
infringement actions may require expert evidence even though
the technical department of the Patent Office will provide a
report to its legal team; and
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e non-authorised use — the burden of proving authorisation is on
the defendant. The doctrine of implied licence has never been
tested before the Mexican courts.

For unenforceability and invalidity claims, the burden of proof is
as follows:

Non-infringement
The basis of this defence is that the proper interpretation of the pat-
ent claim does not catch the alleged infringing product or process.

Challenging the validity of patents
Under the IPL, patents are valid until the contrary is proven.

One of the most common defences in patent litigation in Mexico
is to attack the validity of the allegedly infringed patent. As the patent
exists, an administrative resolution is required to declare its annul-
ment. This defence must be alleged when answering the plaintiff’s
claim, but by means of a counterclaim. The IMPI will give notifica-
tion of the counterclaim to the party who filed the original com-
plaint. Both the infringement claim and the counterclaim should be
resolved simultaneously to preclude the possibility of contradictory
outcomes. The grounds for invalidating a patent, as established in
article 78 of the IPL, are the following:

(i) the patent was granted in contravention of the provisions regard-

ing the requirements and conditions for the grant of patents or

registration of utility models and industrial designs. The require-

ments and conditions for the grant of patents and registration are

established in articles 16, 19, 27, 31 and 47 of the IPL;

the patent was granted in contravention of the law in effect at

the time the patent or registration was granted. A nullity action

brought under this section may not be based on a challenge of

the legal representation of the applicant when prosecuting and

obtaining a patent or a registration;

(iii) the patent application was abandoned during its prosecution;
and

(iv) the grant of patent was defective because of errors or serious
oversight, or it was granted to a person not entitled to it.

(ii

The nullity actions mentioned in points (i) and (ii) may be brought
at any time. The actions in points (iii) and (iv) may be brought
within five years from publication of the patent or registration in
the Gazette.

4 Standing to sue
Who may sue for patent infringement? Under what conditions can
an accused infringer bring a lawsuit to obtain a judicial ruling or
declaration on the accusation?

Any patentee or licensee (unless expressly forbidden from doing so)
has the right to prosecute a suit against a third party infringing his
or her rights. A distributor may not bring a suit for infringement. An
accused infringer may counterclaim patent invalidity under formal or
technical considerations upon receiving the infringement suit before
the IMPI, but it is not possible to request an additional judicial ruling
or declaration.

5 Inducement, and contributory and multiple party infringement
To what extent can someone be liable for inducing or contributing
to patent infringement? Can multiple parties be jointly liable for
infringement if each practises only some of the elements of a patent
claim, but together they practise all the elements?

There are no specific grounds in the IPL relating to the doctrine of
multiple party infringement. Actions may be brought against dis-
tributors of an infringing product and provisional measures may be
imposed on third parties, to some extent.

6 Joinder of multiple defendants
Can multiple parties be joined as defendants in the same lawsuit? If
s0, what are the requirements? Must all of the defendants be accused
of infringing the same patents?

The applicable procedural law requires a separate patent infringe-
ment action against each infringer, therefore, no joinder of multiple
defendants is available. The plaintiff is bound to file an independ-
ent patent infringement claim against each infringer. If the plaintiff
intends to file actions against different parties participating in the
chain of production, namely: manufacturer, distributor, wholesaler,
importer, etc, plaintiff needs to file independent actions against each
party. There is no obligation for plaintiff to enforce the patent against
all the parties involved in the infringing activity; however, there are
some rules to be observed. For instance, in order to enforce a pat-
ent against the distributor or the wholesaler, it is required that they
have previous knowledge that their activity may infringe a patent, we
usually advice to fulfil this requirement of previous knowledge for
the distributor or wholesaler through the previous deliver of a cease
and desist letter by courier or in presence of a Notary Public. This
requirement of previous knowledge is not required for actions taken
against the manufacturer of the infringing product.

7 Infringement by foreign activities
To what extent can activities that take place outside the jurisdiction
support a charge of patent infringement?

Activities that take place abroad cannot support a patent infringe-
ment action in Mexico per se, unless there is a resulting effect in
Mexico, such as the importation of infringing goods.

8 Infringement by equivalents
To what extent are ‘equivalents’ of the claimed subject matter liable
for infringement?

Pursuant to the IPL, only literal infringement is recognised. No
infringement under the doctrine of equivalence is expressly provided
for. The plaintiff should prove that the wording of the patent claim
covers the alleged infringing product or process.

9 Discovery of evidence
What mechanisms are available for obtaining evidence from an
opponent, from third parties or from outside the country for proving
infringement, damages or invalidity?

Mexican law does not contemplate the possibility of discovery as
such. Accordingly, a plaintiff must provide the IMPI with all avail-
able evidence to prove infringement, damages or invalidity. There is,
however, a possibility of acquiring documentation during an inspec-
tion visit. During process patent suits, the defendant has to provide
evidence that the process used is different from the one covered by
the patent claims.

10 Litigation timetable
What is the typical timetable for a patent infringement lawsuit in the
trial and appellate courts?

The initial stage before the IMPI of a patent infringement action will
usually take between 12 and 18 months. After the IMPI has issued a
decision, the first stage of appeal before an administrative court usu-
ally takes around 12 months. A final stage of appeal before a circuit
court will take between six and eight months.
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11 Litigation costs
What is the typical range of costs of a patent infringement lawsuit
before trial, during trial and for an appeal?

Fees for the preparation and filing of a patent infringement lawsuit
are around US$6,000. During the course of the trial, fees are charged
on an hourly basis. The preparation, filing and follow-up during the
further stages of appeal have a similar cost. In normal circumstances,
there are two stages of appeal after the IMPI’s decision. In making a
cost calculation, experts’ fees also have to be taken into account.

12 Court appeals
What avenues of appeal are available following an adverse decision in
a patent infringement lawsuit?

As mentioned in question 1, the main available avenue of appeal is a
nullity trial before SEPI, which is an administrative court. The review
recourse before the IMPI, which will be decided by a higher-ranking
officer within the IMPI’s structure, is a second option, while accord-
ing to a circuit court criterion, an amparo suit is decided before the
district courts.

13 Competition considerations
To what extent can enforcement of a patent expose the patent owner
to liability for a competition violation, unfair competition or a business-
related tort?

This is a relatively new field. There is no precedent in Mexico of
antitrust, unfair competition or business-related tort actions brought
against patentees for the use of a patent. Courts generally consider
that the use of a state-given right cannot constitute a violation in
these areas.

Nevertheless, an action could theoretically be brought for activi-
ties falling outside the scope of a patent, such as non-competition
agreements for products that are not covered by the claims, prod-
uct-tying within that scope or unfair competition activities such as
advertising that a product is better than an alternative for the sole
reason of it having a patent. Actions could also be brought before
the Antitrust Commission for other forms of abuse of patent rights,
such as clearly unfounded attempts to enforce a patent.

Additionally, in September 2010 a new provision was added to
the IPL defining the act of attempting an infringement action when
a previous request for infringement has been denied, referring to the
same patent as an infringement in itself. This provision is not very
clear and it is likely to cause controversy in the future.

14 Alternative dispute resolution
To what extent are alternative dispute resolution techniques available
to resolve patent disputes?

Alternative dispute resolution methods are available in Mexico but
they are not commonly used, even though specialised firms provide
these services for patent and trademark disputes.

There are no provisions requiring the mandatory use of an alter-
native dispute resolution method before bringing a patent infringe-
ment action.

Scope and ownership of patents

15 Types of protectable inventions
Can a patent be obtained to cover any type of invention, including
software, business methods and medical procedures?

Article 19 of the IPL explicitly excludes methods for doing business
and computer programs from patentability as they are not consid-
ered to be inventions. On the other hand, the IMPI has established
that for an invention to be patentable it must have a technical and
tangible effect.
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Even though no case law or guidelines have been developed in
Mexico in connection with the patentability of computer programs
and business methods, the criteria adopted by the IMPI for allowing
these type of cases establish that the invention is patentable as long
as the computer program or the business method is not claimed per
se and that a technical and tangible effect is obtained by using the
invention. The validity and scope of protection of computer-related
inventions, business methods and e-commerce patents are still to be
tested before the IMPI and the courts.

Article 19 of the IPL excludes medical procedures from being the
subject matter of an invention. A patent can, however, be obtained
for a therapeutic method by drafting the claims in the Swiss-style
format (namely, by claiming the medical use of the compound for
the treatment of a specified illness).

16 Patent ownership
Who owns the patent on an invention made by a company employee,
an independent contractor or multiple inventors? How is patent
ownership officially recorded and transferred?

According to article 9 of the IPL, an individual or the assignee of an
individual who makes an invention, utility model or industrial design
will have the exclusive right of working it for his or her benefit, either
by him or herself or by authorised third parties.

Mexican labour law establishes that in cases where an employee
is hired to conduct research and development, an invention resulting
from such activities belongs to the employer. The employer, how-
ever, must compensate the employee when the profits derived from
the invention are not commensurate with the salary received by the
employee. If the employee is hired for other purposes, the invention
belongs to the individual. The employer, however, has the first option
to purchase or license the invention.

Patent ownership may be transferred among individuals or cor-
porations through the appropriate assignment of rights. To have full
effect against third parties, the assignment must be recorded with the
Mexican Patent Office.

Defences

17 Patent invalidity
How and on what grounds can the validity of a patent be challenged?
Is there a special court or administrative tribunal in which to do this?

The validity of a patent may be challenged through a nullity action
before the IMPI, which is the only competent authority to hear and
decide these actions. A patent can be established as invalid by prov-
ing that:

e the patent covers subject matter that cannot be regarded as an
invention (namely, theoretical or scientific principles, discoveries,
schemes, plans, rules, games, business methods — in the abstract —
and mathematical methods, computer programs, forms of pre-
senting information, artistic and literary productions, methods
of surgical or therapeutic treatment, and juxtaposition of inven-
tions that are known), or is not a product (machine, device or
composition of matter), or is not a process;

e the patent does not meet one or more of the patentability stand-
ards or conditions, namely novelty, inventive activity or step and
industrial application, if the subject matter ab initio qualifies as
an invention; or

e the patent was granted in contravention of the law. A patent can
be annulled if it does not comply with formal or technical legal
provisions.
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18 Absolute novelty requirement
Is there an ‘absolute novelty’ requirement for patentability, and if so,
are there any exceptions?

According to articles 12, 16 and 17 of the IPL, absolute novelty is a
requirement for patentability.

Article 18 of the IPL includes exceptions to the absolute novelty
bar, establishing that disclosure of the invention by the inventor or
assignee within a 12-month period prior to the filing of the Mexican
application, or the recognised priority, does not constitute a novelty
bar, provided that a statement regarding the date, place and means
of disclosure is filed together with the Mexican application. Means
of disclosure include a trade show, a published article, sales of the
product and so on. Publication of a patent application or issuance of
a patent by a foreign patent office are the only means of disclosure
excluded from the scope of article 18.

19 Obviousness or inventiveness test
What is the legal standard for determining whether a patent is
‘obvious’ or ‘inventive’ in view of the prior art?

The standard for determining whether a patent is inventive in view
of the prior art is defined in section III of article 12 of the IPL. This
section establishes that an inventive activity is a creative process the
results of which are not apparent from the state of the art to a person
with technical knowledge in that field.

20 Patent unenforceability
Are there any grounds on which an otherwise valid patent can be
deemed unenforceable owing to misconduct by the inventors or the
patent owner, or for some other reason?

Article 22 of the IPL establishes scenarios in which a valid patent
is deemed unenforceable. Article 22 states that a patent cannot be
enforced against a third party that:

¢ in the private academic field performs, for non-commercial pur-
poses, purely experimental, scientific or technological research,
testing or teaching activities, and for this purpose produces or
uses a product or process equal to the patented one;

e trades with, acquires or uses the patented product or the product
obtained by the patented process, after such product has been
legally introduced into trade;

e prior to the filing date of the patent application or the recog-
nised priority date, uses the patented process, manufactures the
patented product or takes the preparatory measures required to
carry out such use or manufacture;

e uses the invention in transportation vehicles from other coun-
tries, forming part thereof, when such vehicles are in transit in
the national territory;

* in the case of patents relating to living matter, uses the patented
product as an initial source of variation or propagation to obtain
other products, unless said use is reiterated; and

¢ in the case of patents relating to products that consist of living
matter, uses, puts into circulation or trades with the patented
products, for purposes other than multiplication or propagation,
after they have been legally introduced into trade by the holder
of the patent or by the licence holder.

21 Prior user defence
Is it a defence if an accused infringer has been privately using the
accused method or device prior to the filing date or publication date
of the patent? If so, does the defence cover all types of inventions? Is
the defence limited to commercial uses?

Non-commercial, experimental, private and academic use is a defence
recognised in Mexican IP law. In order to prevail, this defence does
not require that the use is conducted prior to the filing or publication
date of the patent.

4

Remedies

22 Monetary remedies for infringement
What monetary remedies are available against a patent infringer?
When do damages start to accrue? Do damage awards tend to be
nominal, provide fair compensation or be punitive in nature?

Several administrative sanctions can be imposed on a person found
to have infringed a patent. These range from a fine to penal sanctions
in the event of recidivism.

The affected party may also bring an additional claim for dam-
ages and lost profit, in a civil law action and without detriment to
the provisions of article 221bis, which provides:

the repair of material damages or the indemnification of dam-
ages and lost profit resulting from a violation of the rights con-
ferred by this law will never be lower than 40 per cent of the sale
price to the public of each product or the rendering of services
that implies a violation of any one or more of the industrial
property rights regulated by this law.

Damages and lost profit start accruing from the date on which the
existence of an infringement can be proven. Even though claims for
damages involve a lengthy proceeding in addition to the administra-
tive infringement action, the wording of Mexican laws is for awards
to provide fair compensation to the affected party.

23 Injunctions against infringement
To what extent is it possible to obtain a temporary injunction or a
final injunction against future infringement? Is an injunction effective
against the infringer’s suppliers or customers?

The IPL provides for the possibility of requesting provisional injunc-
tions whereby the IMPI can take certain measures against defend-
ants. These are listed in article 199bis.

If the plaintiff chooses to ask the IMPI for a provisional injunc-
tion, a bond will be fixed to warrant possible damages to the defend-
ant. This injunction is to be petitioned in writing, and within 20 days
from its execution the plaintiff is required to file a formal written
claim of infringement. Failure to do so will cause the plaintiff to
lose the bond in favour of the defendant. This party has the right to
place a counterbond to stop the effects of the provisional injunction.
Defendants have the right to allege whatever they deem pertinent
with respect to the provisional injunctions within a term of 10 days
from the date of execution.

The provisional injunctions established by the various sections
of article 199bis include:

e ordering the recall or preventing the circulation of the infringing
merchandise;

e ordering the following to be withdrawn from circulation:

e illegally manufactured or used articles;

e articles, packaging, wrapping, stationery, advertising mate-
rial, and other, similar items that infringe any of the rights
protected by law;

e advertisements, signs, posters, stationery, and other similar
articles that infringe any of the rights protected by law; and

e utensils or instruments destined for or used in the manu-
facture, production or obtainment of any of the concepts
indicated in the above sub-bulleted points;

e immediately prohibiting the marketing or use of the products
with which any rights protected by the law are violated;

e ordering the attachment of the products pursuant to articles 211
to 212bis(2);

e ordering the alleged transgressor or third parties to suspend or
cease all acts that constitute a violation of the provisions of the
law; and

e ordering a suspension of service or the closure of the establish-
ment when the measures indicated in the preceding paragraphs
are insufficient to prevent or avoid the violation of rights pro-
tected by the law.
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Update and trends

Patent Prosecution Highway Programmes are currently being
tested.
The IMPI and the courts are reviewing the criteria and forming
case law about the relevant following issues:
+ novelty and obviousness standards;
what is considered proper legal standing to claim patent
invalidity; the current criteria is that receiving a cease and
desist letter is proper legal standing but is now under review
if a company in certain commercial or industrial sectors (for
example, the pharmaceutical industry) has legal standing to
claim the invalidity of a patent worked or devoted to that same
industrial sector;
amounts of bonds to implement preliminary injunctions; and
patentability of software and business method patents.

On the other hand, due to the current political scene in Mexico due
to the coming presidential elections, it seems that the initiative for
a domestic law recognising data package exclusivity will not pass.
Fortunately, two First Court decisions were recently issued in cases
handled by our firm, ordering the Regulatory Agency in charge to
grant marketing authorisation to observe data package exclusivity
and not to rely directly or indirectly on the innovator’s dossier.

If the product or service is in trade, the merchants or service providers
will be required to refrain from selling the product or rendering the
service as of the date of notification of the resolution.

The same obligation is imposed on the producers, manufactur-
ers, importers and their distributors, who will be responsible for the
immediate recall of the products that are found in trade.

24 Banning importation of infringing products
To what extent is it possible to block the importation of infringing
products into the country? Is there a specific tribunal or proceeding
available to accomplish this?

The Mexican IP system does allow for administrative actions to
block the importation of infringing products into the country.

The process is brought before the IMPI as a regular infringement
proceeding, specifying the nature of the merchandise and the scope
of the relevant patent; the entry port of the merchandise of interest;
and the importation petition number, if available.

The customs office also allows for some firms, which handle a
large number of cases, to provide them with lists of relevant patents
and products in order to receive forewarning when an importation
petition is filed or when the merchandise arrives at the port of entry.

Once the infringement proceeding is filed, the IMPI will follow
regular procedural rules, and will serve the customs office with a
communication restricting the circulation of the allegedly infringing
merchandise.

25 Attorneys’ fees
Under what conditions can a successful litigant recover costs and
attorneys’ fees?

Costs and attorneys’ fees can be recovered in a civil claim for damages
and lost profits. This takes place after the decision by the IMPI declar-
ing the administrative infringement is beyond of shadow of appeal.

The civil courts follow a specific scheme for reasonable attor-
neys’ fees, regardless of whether this table reflects the actual fees
charged.
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26 Wilful infringement
Are additional remedies available against a deliberate or wilful
infringer? If so, what is the test or standard to determine whether the
infringement is deliberate?

After an infringement has been declared, the infringer’s intention can
be taken into account when determining the level of the administra-
tive fine. Depending on the infringer’s intention, a higher fine may
be imposed. Whereas there is no specific standard or test in either
the IPL or court precedents for this purpose, civil courts can take
into account previous knowledge or sufficient grounds to assume
knowledge of the existence of the patent right.

27 Time limits for lawsuits
What is the time limit for seeking a remedy for patent infringement?

The IMPT’s current criterion is that the time limit for seeking a rem-
edy is during the life term of the patent. Once the patent has expired,
an action may not be brought for actions that took place before the
end of the life term. Arguably this is an unjust criterion, as there is
no clear development of a laches defence regarding these cases. No
time limit exists in respect of bringing an infringement action during
the life term of the patent.

28 Patent marking
Must a patent holder mark its patented products? If so, how must the
marking be made? What are the consequences of failure to mark?
What are the consequences of false patent marking?

The IPL stipulates that a party is required to have complied with the
marking of patented products before that party can bring a civil or
criminal action. This requirement also applies to a party bringing
an administrative action before the IMPI if the party is requesting
preliminary measures against the alleged infringer.

The most common form of complying with this requirement is
through marking the packaging of a product. Mexican IP law does
contemplate the possibility of a party bringing an action without
having complied with the marking requirements, provided that the
existence of the patent was made known through other means avail-
able to the public, such as publications in national newspapers.

False patent marking can be punishable through an administra-
tive fine, and an eventual claim of damages or lost profit from a
competitor.

Licensing

29 Voluntary licensing
Are there any restrictions on the contractual terms by which a patent
owner may license a patent?

There are no restrictions on the contractual terms by which a patent
owner is permitted to license a patent. According to article 63 of the
IPL, a licence must be recorded with the IMPI to be enforceable against
third parties. Additionally, article 68 of the IPL states that the person
who has been granted a licence, which is recorded with the IMPI, will
be entitled to exercise legal action to protect the patent rights as if
he or she were the holder, unless otherwise agreed. Article 69 of the
IPL establishes that the working of a patent by the person to whom
a licence recorded with the IMPI has been granted will be deemed
to be worked by its holder. Thus, even though it is not mandatory
to register a licence, it is advisable to record it with the IMPI so that
the licensee can exercise his or her legal rights, particularly against
third parties.
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30 Compulsory licences
Are any mechanisms available to obtain a compulsory licence to a
patent? How are the terms of such a licence determined?

Article 70 of the IPL states that after three years from the date of
grant of the patent, or four years from the filing date (whichever is
later) anyone may request the grant of a compulsory licence from the
IMPI if the patent has not been worked, unless duly justified causes
exist. Article 70 also states that a compulsory licence will not be
granted when the patent holder or a licensee has been importing the
patented product or the product obtained by the patented process.
Further, article 69 states that the working of a patent by a licensee
will be deemed to be worked by its holder, provided that the licence
was recorded with the IMPL

Article 71 of the IPL states that a party applying for a com-
pulsory licence shall have the technical and economic capacity to
efficiently work the patented invention.

Article 72 of the IPL establishes that before the grant of the first
compulsory licence, the IMPI will provide the patentee with the
opportunity to begin working the patent within a term of one year
from the date of personal notification given to him or her. Follow-
ing a hearing with the parties, the IMPI will decide on the grant of
a compulsory licence. If the IMPI decides to grant the compulsory
licence, it will set out its duration, conditions, field of application and
the amount of royalties that should be paid to the patent holder.

Patent office proceedings

31 Patenting timetable and costs
How long does it typically take, and how much does it typically cost, to
obtain a patent?

The average time for obtaining a Mexican patent varies depending
on the field of technology. Generally, it takes from three to four years
to obtain a patent.

The cost of obtaining and maintaining a patent in Mexico, from
filing to its expiry date, can be anything from US$5,000 to US$8,000.
Additionally, the cost of Spanish translations of the specification and
the cost of any other documents filed in a foreign language during the
prosecution of the application need to be taken into account.

32. Expedited patent prosecution
Are there any procedures to expedite patent prosecution?

The IMPI has established Patent Prosecution Highway (PPH) pro-
grammes with the United States Patent and Trademark Office, the
Japanese Patent Office and the Spanish Patent Office. These pro-
grammes are aimed at enabling an applicant, whose claims have
been determined to be allowable and patentable in the Office of
First Filing, to expedite the prosecution before the IMPIL. The PPH
programme is applicable to the Paris Convention and PCT patent
applications that claim priority to one or more applications are filed
with the Office of First Filing.

33 Patent application contents
What must be disclosed or described about the invention in a
patent application? Are there any particular guidelines that should
be followed or pitfalls to avoid in deciding what to include in the
application?

Under the provisions of article 47, sections I and III, of the IPL,
the patent application shall be accompanied by a description of the
invention, which shall be sufficiently clear and complete to be fully
understood, and where appropriate to serve as a guide for its imple-
mentation by a person skilled in the art. The description shall also
include the best method known by the applicant to put the invention
into practice. This provision has been applied by the Mexican exam-
iners as a description having all examples proving that all claimed
subject matter has been duly assayed (tested) and exemplified, and
that the subject matter to be claimed is duly supported by the descrip-
tion. The examiners follow the criteria that the sole mention of the
subject matter for which protection is sought in the description does
not serve as evidence that it has been reduced to practice.

34 Prior art disclosure obligations
Must an inventor disclose prior art to the patent office examiner?

The IPL provides that the invention description should be sufficiently
clear and complete so that it can be fully understood and should ena-
ble someone having skills and knowledge in the field to implement
it. It should also include the best method known by the applicant to
put the invention into practice, if is not clear from the description of
the invention. The inventor or applicant does not have an obligation
to disclose prior art to the Patent Office examiner.
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35 Pursuit of additional claims
May a patent applicant file one or more later applications to pursue
additional claims to an invention disclosed in its earlier filed
application? If so, what are the applicable requirements or limitations?

One or more later applications to pursue additional claims may
be filed through divisional applications, provided that the earlier
filed application is still pending and that the subject matter of the
additional claims is duly supported by the specification as originally

filed.

36 Patent office appeals
Is it possible to appeal an adverse decision by the patent office in a
court of law?

It is possible to appeal an adverse decision by the Patent Office in a
court of law. As with appeals against decisions in infringement suits,
the venues of appeal against adverse rulings by the IMPI are: a nullity
trial before SEPI; a review recourse before the IMPI; and, according a
circuit court criterion, an amparo suit before the district courts.

37 Oppositions or protests to patents
Does the patent office provide any mechanism for opposing the grant
of a patent?

On 20 September 2010, several provisions of the IPL were modified,

adding a very limited opposition proceeding as follows:

e during a period of six months after the publication of the patent
application, information related to patentability of an invention
can be filed before the IMPI by a third party. If filed, the infor-
mation may be considered at the examiner’s discretion and it
will not suspend the application process. The person filing the
information will not be considered a party and will not have
access to the patent file or immediate legal standing to challenge
a granted patent; and

e after a patent is granted, anyone can inform the IMPI of causes
of invalidity. The authority may consider such information dis-
cretionally to initiate an ex officio cancellation proceeding.
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38 Priority of invention
Does the patent office provide any mechanism for resolving priority
disputes between different applicants for the same invention? What
factors determine who has priority?

Mexico follows the first to file system. Consequently, there are no
mechanisms for resolving disputes between different applicants for
the same invention.

39 Modification and re-examination of patents
Does the patent office provide procedures for modifying, re-examining
or revoking a patent? May a court amend the patent claims during a
lawsuit?

According to article 61 of the IPL, an amendment after allowance is
only permitted for correcting obvious errors in the letters patent or
for limiting the scope of the claims in the letters patent.

As mentioned in question 37, anyone can inform the IMPI of
causes of invalidity of a patent granted, who may consider such
information discretionally to initiate an ex officio cancellation
proceeding.

40 Patent duration
How is the duration of patent protection determined?

The term of a Mexican patent is 20 years as of the effective filing
date of the patent application. For Convention and non-Convention
applications, the effective filing date is the filing date in Mexico. For
Patent Cooperation Treaty applications, the effective filing date is the
date of filing of the international patent application. Utility models
have a term of 10 years from the effective filing date. Design registra-
tions have a term of 15 years from the effective filing date.



